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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address < 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213, 

Disposition of Claims 

4) I3 Claim(s) 1.2 and 4-14 is/are pending in the application. 

4a) Of the above claim(s) Sand 9-14 is/are withdrawn from consideration. 
' 5)M Claim(s) 6-8 is/are allowed. 

6) ^ Claim(s) 1.2 and 4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

2. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wang et al. (US 6,506,861 ). 

The instant claims are directed to a process for preparation of a polar 
olefin copolymer comprising copolymerizing a non-polar olefin and a polar olefin 
in the presence of a transition metal catalyst of formula L m MX n wherein m is an 
integer of 2-6 and a cocatalyst, wherein the difference between the coordination 
energies of ethylene and methyl acrylate (AE) is 50 kJ/mol or less. 

Wang claims a polymerization process in the presence of a transition 
complexes (IV) or (VI), wherein the monomer includes one or more of olefin or 
polar olefin (col. 38, claim 7). Wang further demonstrated the copolymerization 
of ethylene and hexyl acrylate in Examples 12, 13 and 28 (col. 24, Tables 4 and 
5, and col. 26). Therefore, it would have been obvious to a skilled artisan at the 
time the invention was made to employ Wang's teaching to conduct the ethylene 
and acrylate copolymerization in the presence of transition complexes (IV) or 
(VI) because such is within the scope of Wang's claims and all of the 
embodiments of Wang's claims are expected to work and in the absence of any 
showing of criticality and unexpected results. 

It is noted that Wang does not expressly teach the coordination energies 
between the catalyst and ethylene or methyl acrylate. Based on the fact that the 
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percentages of the acrylate comonomers in the ethylene-acrylate copolymers are 
in the same range as those of applicants 1 working examples, a skilled artisan 
would have expected Wang's catalyst to inherently have a AE which satisfies the 
AE limitation of the instant claims because the AE limitation of the instant claims 
is the measurement of the tendency of the copolymerization between the non- 
polar olefin and polar olefin. Once a product appearing to be substantially 
identical is found and a 35 USC 102/103 rejection made, the burden of proof is 
shifted to the applicant to show an unobvious difference. In re Fitzgerald, 205 
USPQ 594. In re Fessmann, 180 USPQ 324. Applicants have not met their 
burden to demonstrate an unobvious difference between the claimed product and 
the products of the prior art examples. 

3. Claims 4 is rejected under 35 U.S.C. 103(a) as obvious over Bansleben et 
al. (US 6,410,664) and Bansleben et al. (US 6,197,715) independently for the 
same rationale as shown in previous Office action as the following. 

The instant claims are directed to a process for preparation of a polar 
olefin copolymer comprising copolymerizing a non-polar olefin and a polar olefin 
in the presence of (A-i) a reaction product of a transition metal compound of M'X k 
of Group 4-6 and 1 1 and a ligand compound of formula (I) and (B) a cocatalyst. 
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US 6,410,664 teaches copolymerization of ethylene and functionalized 
cyclic olefins in the presence of a nickel(ll) salicylaldimine complex prepared by 
reacting a nickel(ll) compound and a salicylaldimine ligand (col. 30, lines 24-53 
and Table 8). > 

It is noted that the transition metal the working examples of US 6,410,664 
is Ni rather than a metal from Groups 4-6 and 11; however, t^e transition metals 
of Group 4 such as Zr, Ti and Hf and Group 6 are expressly taught in col. 4, 
lines 46-50. 

Thus, it would have been obvious to a skilled artisan at the time the 
invention was made to employ the teaching of 6,410,664 to conduct 
copolymerization between polar and non-polar olefins in the presence of Group 4 
or 6 transition metal containing catalyst since such is taught in the reference and 
expected to work and in the absence of showing criticality and unexpected result. 

Similar rejection can be made over US 6,197,715 (col. 9, line 5 and 
Example 11 of col. 34). 

Response to Arguments 

4. Applicant's arguments filed January 21 , 2005 with respect to claims 1 and 
2 have been considered but are moot in view of the new ground(s) of rejection. 
Furthermore, applicants' arguments are not relevant to unamended claim 4 
because the reaction product of the transition metal compound of M'X k of Group 
4-6 and 1 1 and the ligand compound of formula (I) does not exclude the number, 
"m", of the ligand in the reaction product to be 1 . It is also noted that applicants 
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is mistaking the "n" of '664 patent with the "m" of the instant claim 1 . The 
rejections is still deemed proper and, thus, maintained. 



5. Applicant's amendment necessitated the new ground(s) of rejection 

presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 

See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 

set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Caixia Lu whose telephone number is (571) 
272-1 106. The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the 
matter is urgent, the examiner's supervisor, David Wu, can be reached at (571) 
272-1 1 14. The fax numbers for the organization where this application or 
proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(571)272-1700. 



Conclusion 




Caixia Lu, Ph. D. 
Primary Examiner 
February 16, 2005 



